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REASONS FOR PRE- APPEAL REQUEST FOR REVIEW 

Dear Sir: 

Appellants hereby request review of the March 22, 2011 Final Rejection of this 
application. Claims 13, 18, 24-27 and 56 are pending in this application. Claims 13, 24- 
27 and 56 are the independent claims. Appellants seek the panel's review of the rejection 
of claims 13, 18, 24-27 and 56 under 35 U.S.C. § 103(a) as being unpatentable over Kato 
et al. (U.S. Patent Publication 2002/0145702, hereinafter "Kato") in view of Ando et al 
(U.S. Patent No. 7,054,545, hereinafter "Ando") in view of Seo et al. (U.S. Patent 
Publication No. 2001/0056580, hereinafter "Seo") in view of Jung et al. (U.S. Patent 
Publication 2004/0081434, hereinafter "Jung") because of clear errors in the Examiner's 
rejection and/or the Examiner has omitted one or more essential elements needed for a 
prima facie rejection. 

I. Not obvious to combine Ando with Kato, Jung and Seo 

Appellants submit that it is not obvious to combine the teachings of Ando (e.g., 
older DVD art) with Kato, Jung and Seo (e.g., high density recording mediums). In 
addition, if one of ordinary skill in the art would "try" to combine the teachings of Ando 
with the teachings of Kato, Jung and Seo, the data structure of Kato and Jung would have 
to be " substantially modified " in order to implement the features of Ando to achieve the 


claimed invention. 1 However, this substantial modification may be considered an inventive 
step in itself. In other words, this is not a situation where "some features" from Ando can 
be merely substituted into the data structure of Kato and Jung. For a detailed discussion 
of this argument, Appellants direct the attention of the Pre -Appeal Panel to Appellants* 
May 5, 2011 Request for Reconsideration at pages 10-11. 

For example, the claimed invention relates to the recordation and reproduction of 
still image units and audio data using the specific data structure of the playitem, the sub- 
playitem, and the still picture unit. Although Kato and Jung teach the general concept of a 
playlist file (including a playitem and sub-playitem) and a stream file, Kato and Jung fail 
to teach the details of the playitem such as the first and second duration information , the 
details of the first and second stream files (e.g., the first stream including presentation 
data, the second stream including audio data, the presentation data being divided into still 
picture unit , the still picture unit including a still picture and graphic data), the 
synchronous reproduction of the still picture and graphic data based on the playitem, and 
the independent reproduction of the still picture unit and the audio data based on the 
sub-playitem. 

Rather, the Examiner relies upon the older DVD art of Ando as teaching most of 
these features, which uses a different file structure . For example, Ando uses VTSI 
information, navigation packs, audio /visual packs, and program chains (PGC), which are 
different than the features of Kato and Jung, as well as the claimed invention. In order to 
accommodate the features relied on by the Examiner from Ando into the data structure of 
Kato and Jung, one of ordinary skill in the art would have to substantially modify the data 
structure (playlist file /stream file) of Kato and Jung, which is not obvious to one of 
ordinary skill in the art. 

As explained in the May 24, 201 1 Advisory Action, the Examiner disagrees with the 
above position because the Examiner states that Ando is in the same field of endeavor as 
Kato, Jung and Seo, which "all have to do with recording video and audio on a disk." 2 
Even assuming that this is true for the sake of argument, Appellants are arguing that it 
would not be obvious to combine the teaching of Ando into the data structure of Kato and 
Jung because it would not yield predictable results due to their data structures being so 
different. Appellants are not arguing that Ando is in a different field of endeavor and 
therefore should not even be considered by the Examiner in the Section 103 analysis. As 


1 Seo does not illustrate a data structure recorded on a recording method. 

2 See May 24, 201 1 Advisory Action at page 2. 
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such, the Examiner has not addressed this argument (e.g., explaining how the data 
structure of Kato may be modified without the benefit of Appellants' disclosure), 
n. Cited References do not teach the " still picture unit" of claim 13 

Claim 13 requires that a still picture unit include 1) at least one still picture and 2) 
associated graphic data. Further, claim 13 requires that the still picture unit is included 
in the first stream file and the audio data is included in the second stream file . The 
Examiner acknowledges that Kato does not illustrate these features. 3 Also, in contrast to 
the Examiner's assertions, Jung and Seo, alone or in combination, do not teach the above 
features of the still picture unit, for the reasons discussed below. For a detailed 
discussion of this argument, Appellants direct the attention of the Pre -Appeal Panel to 
Appellants* May 5, 201 1 Request for Reconsideration at pages 1 1-13. 

FIG. 18 of Jung clearly illustrates that the clip (AV stream) file is recorded in a 
separate file from the sub-title (text) file. Therefore, Jung cannot possibly teach a unit 
within one file including the still picture and the graphic data. As a result, Jung does not 
teach the still picture unit including at least one still picture and associated graphic data, 
and the still picture unit is included within a first stream file, as required by claim 13. 

In the Final Office Action, the Examiner cites to paragraph [0006] of Seo as 
allegedly disclosing the above-identified features of claim 13. 4 However, this portion of Seo 
teaches a graphic generator (which generates the graphic data), which is separately 
provided in the MPEG decoder. The graphic data and the picture data are then outputted 
to the monitor after mixing the graphic data and the picture data. The fact that Seo 
actually "generates" graphic data and then "mixes" the graphic data and the picture data 
immediately before displaying them overwhelmingly demonstrates that the graphic data 
of Seo is not recorded with the picture data in the recording medium . 

On pages 2-3 of the Advisory Action, the Examiner provides a somewhat different 
theory on how Seo supposedly teaches a still picture unit that includes image data and 
graphic data. In this portion of the Advisory Action, the Examiner alleges that now 
paragraph [0039] of Seo allegedly teaches the still picture unit of claim 13. When viewing 
paragraph [0039] with FIG. 6, it is clear that Seo teaches a data structure that includes a 
plurality of Transport Packets (TPs) . Each TP includes either A/V data or presentation 
data . One TP does not include both A/V data and presentation data. A TP may be 
considered one "unit." For example, Seo directly states that "each TP has Packet Identifier 


3 See Office Action, page 3. 

4 See Office Action, page 6. 
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(called 'PID' hereinafter) to differentiate an A/V data TP from ATVEF data TP one." 5 As 

such, interpreting Seo as allegedly teaching a still picture unit that includes graphic data 

and a still picture is simply not consistent with the plain language of the reference. 

Also, the Examiner states "[flurthermore, [p]aragraph [0006] discloses that the 

packets are all separated and then displayed synchronously." 6 This is misleading. The 

prior art method discussed in paragraph [0006] of Seo is completely different than Seo's 

device, which is discussed in paragraph [0039]. For example, the prior art method in 

paragraph [0006] teaches a graphic generator (that generates the graphic data), which is 

se parately provided in the MPEG decoder. The graphic data and the picture data are then 

outputted to the monitor after mixing the graphic data and the picture data. In contrast, 

Seo's device in paragraph [0039] teaches a data structure that includes a plurality of 

Transport Packets (TPs) . Each TP includes either A/V data or presentation data . In other 

words, Seo's device is directed to providing presentation data from the recording medium 

itself. The Examiner's suggestion that the "packets" of paragraph [0039] are separated 

and displayed according to paragraph [0006] is not correct. 

m. Cited References fail to teach the graphic data and the still picture being 
included in a still picture unit in one file and managed by a playitem and 
the audio data in a separate file and managed by a separate plavitem of 
claim 13 

For a detailed discussion of this argument, Appellants direct the attention of the 
Pre-Appeal Panel to Appellants' May 5, 201 1 Request for Reconsideration at pages 13-14. 

Because Jung does not disclose the "still picture unit" of claim 13 as discussed 
above, Jung cannot possibly disclose the at least one still picture and associated graphic 
data in the still picture unit being reproduced synchronously based on the at least one 
playitem, as required by claim 13. For example, in FIG. 18 of Jung, the subtitle data is 
recorded in a separate file from the clip storing AV stream file. Although Jung may 
generally teach the synchronization of video data and graphic data, claim 13 is not merely 
directed to the synchronizing the video data and the graphic data. Rather, in claim 13, the 
synchronization of the still picture and the graphic data uses an effective data structure 
(e.g., the still picture unit) . 

Also, because Seo does not teach the "still picture unit" of claim 13 as discussed 
above, Seo cannot possibly disclose the at least one still picture and associated graphic 
data in the still picture unit being reproduced synchronously based on the at least one 


5 See Seo, paragraph [0032]. 

6 See Advisory Action, page 3. 
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playitem. For instance, Seo does not utilize a "playitem" or record the graphic data with 
the picture data in the manner claimed. 

IV. Ando fails to teach the first and second duration information of claim 13 

For a detailed discussion of this argument, Appellants direct the attention of the 
Pre-Appeal Panel to Appellants* May 5, 2011 Request for Reconsideration at page 15. For 
example, in contrast to the "first duration information" and "second duration information" 
of claim 13, Ando teaches "MIN_DUR" that indicates the minimum duration and 
"MAX_DUR" that indicates the maximum duration.? Also, M MAX_DUR M indicates "00h" in 
the slideshow and both MAX_DUR and MIN_DUR indicate "OOh" when the slideshow is 
presented for infinite duration . 

In contrast, the claimed invention determines whether at least one still picture is 
displayed for a finite period of time or for an infinite period of time when the still pictures 
are reproduced as the slideshow, and the claimed invention determines a length of time to 
display the still picture based on the second duration information when the first duration 
information indicates to display the at least one still picture for a finite period of time. In 
the claimed invention, if the still picture is displayed for infinite period of time, the claimed 
invention is able to read only the first duration information, but Ando still has to read both 
MAX PUR and M3N PUR . 

Therefore, Appellants submit that Ando, Seo, Kato and Jung, alone or in 
combination, cannot render independent claim 13 obvious to one of ordinary skill in the 
art. Independent claims 24-27 and 56 includes features similar to the above-discussed 
features of claim 13, and are patentable for at least the same reasons stated above. Claim 
18, dependent on claim 13, is patentable for at least the same reasons stated above. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies to charge payment or credit any overpayment to Peposit Account No. 08-0750 for 
any additional fees required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of 


time fees. 



P.O.Box 8910 
Reston, VA201I 
(703) 668-8000 


GPY/JBS;gew 
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7 See Ando, column 39 lines 38-59. 
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